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26th Novcmber, 1999

AN ACTTO PROVIDE FOR THE PROTECI' lON OF MARKS
~ COLLECTIVEMARKS AND TRADE NAMES INDOMI- -
NICA, AND FOR MATTERS RELATED THERETO.

(Gazetted 2nd December, 1999)

BE IT ENACI'ED by the Parliament of the Commonwealth of
Domlmca as fDllOWS

PART I
PRELIMINARY o _ 7
1. This Act may be cited as the — o O Shomiide, -
MARKS, COLLECTIVE MARKS AND TRADE NAMES
“ACT 1999. - _
~ 2. In this Act, unless the context otherwise' requires — interpretation.

“collective mark” means any visible sngn designated as such in the
apphcanon for registration and capable of distinguishing the.

' origin or other common characteristic, including the quality,

- of goods or services of different enterprises which use the
sign under the control of the registered owner of that 51gn, _

_..r_..._.,_uff
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© “Court” means the’ ngh Court

" “International Class:ficatlon means the class:ficatlon accordmg
to the Nice Agreement Concerning the International Classi-
fication -of Goods and Services for the Purposes of the
Registration of Marks, of June 15, 1957, as last revised;

 AdNo.8of19%9.  “Journal” means the Journal of Intellectual Property created under

section 5(d) of the Patents Act 1999;

“mark” means any visible sign capable of distinguishing the goods
(“trademark™) or services (“service mark”) of an enterprise;

“Minister” means the Minister responsible for marks collective
marks and trade names;

“Paris Convention” means the Paris Convention for the Protection
of Industrial Preperty of March 20, 1883 as last revised;

“priority date™ means the date of the carller application that serves
as the basis for the right of priority provided for in the Paris
Conventlon

“Register” means the Regnster of Marks refen'ed toin secnon 23;

“Reglstrar” means the Registrar of Compames and lmellccma]
Property, and

“trade name” means the naine or de51gnauon by which a business
or enterprise is ldentlﬁed and distinguished.

‘PART Hi
. MARKS
Acquisition of 3. Theexclusive righttoa mark, as conferred by this Act, shall

;‘r*k'“*"”ish' o be ‘acquired by registration in accordance with the provisions
S thereof. ‘

Regismability of mack. 4. A mark cannot be validly registered if it is —
“(a) mcapable of distinguishing the goods or services of one
enterprise from those of other enterprises,
(b). contrary to pub!:c order or morality;

~ (c) likely to mislead the publicor trade circles, in particular
as regards the geographical origin of the goods or
services concerned or their nature or characteristics;
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(d)

(e)

identical to, or is an imitation of, or contams as an
element, an armorial bearing, flag or other emblem, a
name or abbreviation or initials of the name of or

official sign or hallmark adopted by, any State, inter-

governmental Organisation or Organisation created by

an international convention, unless authorised by the
_competent authority of that State or Orgamsauon

identical to, or confusingly similar to, or constitutes a
translation of, a mark or trade name which is weéll

- known in Dominica for identical or similar goods or

1)

5. (1) An application for the registration of a mark shall be Application for
filed with the Registrar on the prescribed form and shail contam the "E=mon

following:

services of another enterprise, or if it is well-known and
registered in Dominica for goods or services which are
not identical, or similar 1o those in Tespect of which

registration is applled for, prov:ded in the latter case,

that -

(i) useofthe markin re]ation to those goods or services
would indicate a connection between those goods
or services and the owner of the well-known mark;
and

(ii) that the interests of the owner of the well-known
“mark are likely to be prejudiced by such use; or

identical to a mark belonging to a different owner and
already on the Register, or with an earlier ﬁlmg or
priority date, in respect of the same goods or services or
closely related goods or ‘services, or ff it so nearly
resembles suchamark asto bt likely 1o deceive or cause
confusion.

(a) arequest that the marx be registered;
(b) areproduction of the mark; and

(c) atistof the goods or services for which registration
- of the mark is requested, listed under the applicable
class or classes of the international Classification.

(2) The application shall be accompanied by the prescribed
appllcatlon fee.

151
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3) The appl:candn may contain a declaration claiming the

~ priority, as provided for in the Paris Convention, of an earlier

national or regional application filed by the applicant or his pred-
ecessor in title in or for any State party to the said Convention or any

_member of the World Trade Organisation, in which case the

Registrar may require that the applicant furnishes, within the
prescribed time limit,-a copy of the earlier application, certified as
cotrect by the Office with which it was filed.

(4) The effectof the said dec!aration shall be as provided in
the Paris Convention.

(5) Where the requirements of subsection (3) and any

- regulations. pertaining thereto have not been satisfied, the said -

declaration shall be considered not to have been made.

(6) “The applicant may wnhdraw the application at any time

before lhe mark is registered.

6. (l) The Registrar shall examine the application to deter- -
mine whether it complies with the requirements of section 5(1} and

2) and the Regulations pertalmng thereto.

(2) The Registrar shall alsoexamine and determine whether
the mark is a mark as defined in section 2 and complies with the
requirémen_ls of section 4 of paragraphs (a) to (e) .

(3) Where the Registrar finds that the requirements referred
toin subsections (1) and (2) are fulfilled, he shall forthwith cause the
application, as accepted, to be pubhshed in the Joumal in the
prescribed manner. '

7)) Any interested pefson z_ﬁay, within the prescribed period
and in the prescribed manner, give notice to the Registrar of
opposition to the registration of the mark on the ground that one or

more of the requirements of section 4 and the regulations pertaining _
“thereto have not been fulfilled, or that the mark is not a mark as

defined in section 2.
(2) TheRegistrarshall send forthwitha copy of such notice

to the applicant who shall, within the prescribed period and in the-

prescribed manner, file, with the Registrar, a counter-statement of
the grounds on which he relies for his application. -

23
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(3) The applicant shall be deemed to have abandoned his
application if he fails to comply with the provisions of subsection (2).

(4) Where the applicant files a counter-statement, the Reg-
istrar shall forthwith furnish a copy thereof to the person giving
notice of opposition and, after hearing the parties, if they wish tobe
heard, and considering the merits of the case, shall decide whether
the mark should be registered. ‘

(5) After an application is published and until the registra-
tion of the mark, the applicant has the same privileges and rights as
* he would have if the mark had been registered, but it shall be a valid
defence to an action brought hereunder in respect of an act done
after the application was published if the defendant establishes that
the mark could not validly have been registered at the time the act
was done.

8. (1) Where the Registrar finds that the requirements for the
registration of a mark have been fulfilled, and the registration of the
mark has not been opposed within the prescribed time limit or the
registration of the mark has been opposed but has been decided in
the applicant’s favour, he shall — '

{a) register the mark in the Register:

{b) publisha reference to the registration in the J ournal;
and : .

(c) issue to the applicant a certificate of registration.

(2) Where the requirements for registration are not satis-
fied or an application has been successfully opposed, the Registrar
shall refuse the application. : '

9. (1) Noperson shall use a registered mark in relation to any
- goods or services for which it has been registered unless he has the
authorisation of the owner to do so.

(2) The registered owner of a mark shall, in addition to any
other rights, remedies or actions available to him, have the right to
institute court proceedings against any person who infringes the
mark by using the mark without his authorisation or who performs
acts which make it likely that infringement will occur.

153

Registration of mark.

Rights coaferred by
regisiration of mark.



154

" Duration and renewal of

registration, *

tnvalidation of mark.

1999 = MARKS, COLLECTIVE MARKS  ACT 12

AND TRADE NAMES

'r (3) The right conferred under subsection (2) shall extend to

' thé ﬁse of a sign similar to the registered mark and use in relation to
- goods @ and services similar to those for which the matk has been
registered, where confusnon may arise. in‘the public.

(4) The rights conferred by the registration of a mark shall

not extend to the use of the mark in respect to goods which have not

been put on the market by the registered owner or with his consent.

(5) The. rights in a mark may be assigned or transferrcd by
successnon : : :

10. (l)The registrétion of a mark shail expire ten years from the.

filing date of the application for registration but may, upon the

written request of the registered owner and payment of the pre-
scribed renewal fee, be renewcd for consecutive periods of ten
years :

(2) {a) thre the penod prescnbed for the pavmem of the
rencwal fee expires and payment of the said fee has not been made,
the Reglslrar shall give the registered owner of the mark a period of

grace not exceeding six months within which he must pay the

renewal fee.

(b) The regls!cred owner of the mark shatl, when
paying the renewal fee in accordance with paragraph (a), also pay,
to the Reg:strar the surcharge prescnbed for late payment.

ll (1) The Court may, on the- apphcat:on of any interested
party mvahdate the reglstratlon of a mark on the ground that —
{a) it :s not a mark as defined in section 2; or

(b} the Tequirements of section 4 have not been satis-
fied. ' '

- (2) ‘Where the Court has invalidated the registration of a

-. mark, the Registrar shall, as soon as possible, record the invalida-
~ tion. and publish a reference-thereto in the Journal, and any such
. invalidation shail be deemed to have been effective as of the date of -

the registration of the mark.
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12 (1).The Court may, on the appllcatmn of any interested Removat of mark from
person, order the removal from the Register of a mark in respect of Resiser
any of the goods or services in respect of which it is registered on
the ground that up to one month prior to filing the request the mark
had, after its registration, not been used by the registered owner or
a licensee during a contmuous period of three years or longer

(2) The Court shall not order the removal of a reglstere¢
mark from the Register if the owner can show that special circum-
stances existed which prevented the use of the mark, and that there
was, in relation to the goods or services referred toin subsection ),

- no intention not to. use the mark or {0 abandon it.

+ 13+ (1) The owner'of a reglstered ‘mark or an apphcant therefor Licersing of marks.
may grant hoenses in respect -of that mark

(2) A copy of cach licence contract ooncemmg a reglsiered
mark oran application therefor shall be filed with the Registrar who
shall keep its contents confidential, but shall record it and | publish
areference thereto in the Journal.

(3) Any licence contract made inrelation to the{eglstrauon
of a mark or an application therefor shall provide for the effective
control, by the licensor, of the quality of the goods or serv:ces of the
licensee in connection with which the mark is used.-

(4) Where the licence contract does not provide for such
quality control or if such quahty control is not effecnvely carried -
-out, the licence contract shall be invalid.

(5) A licence contracl shall have no effect agamst third
partles unless 1t has been recorded.

r

PARTIII -
COLLECTIVE MARKS
14: ( 1) Subject to- subsecnons (2), (3) and section 13, sections'3 Cofiective marks. -
to 12 shall apply to collective marks.

- (2) An application for the reglsiration ofa .c()llective mark
shall designate the mark as a collective mark and shall be accompa
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‘nied by a copy of the regulauons govermng the use of the col]ecnve

mark

- (3) The registered owner ofa coilectivc mark shall nbtify
the Registrar of any changes made in respect of the rcgulauons
refen'ed to in subsection (2).

@ Forthe purposes of subsection (2), “regulétlons means
the rules made by the person under -whose -control the collective

mark may be used.

15. In addition to the grounds set out in section 11, the Court
shall invalidate the registration of a collective mark if the person

-, requesting the invalidation proves that only the registered owner

mark. -

Trade namcs.

Lkrrsing of colkclié_c-

uses the mark, or that he uses or permits its use in contravention of
the regulanons referredtoin section 14(2), or that he uses or permits

‘its use in a manner which is liable to deceive trade circles or the
public as to the ongln or any other common. charactcnstlcs of the

goods.or services concerned.
16. The registration df a collective mark, or an application
therefor, may not be the subject of a licence contract. -
PARTIV
TRADE NAMES

17. (DA name or desi gnation may not be used as a trade name

if by its nature or the use.to which it may be 'pul, it is contrary to

public order or morality and if, in particular, it is liable to deceive

trade circles or the public as to the nature of the enterprise identified
by that name.

2 Notwithstanding_ any law requiﬁng the registration of

* trade names, such names shall be protected, even prior to or without

registration, against any unlawful act_commitied by third parties.

(3) Any use of the trade name by 2 third party, whether as
a trade name or a mark or collective mark, or any such use of a
similar trade name or mark likely to mislead the public is unlawful.
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o - PARTV
ACTS OF UNFAIR COMPETITION

18. 1) Any act'of compemaon contrary to honest practmes in Actsof unfair
industrial or commercial matters is unlawful. Wmvﬂ"m

_ (2) Thefollowing acts, in partlcular, shall constitute acts of
- unfair competition — .

(@) any. actof such a nature as to create confus:onby any
means whatever w:th the establishment, the goods,
or the industrial or commercial activities of a com-
petitor; o

. -(b) the making of false: allegatlons in the course of trade
- of such a nature as to discredit the establishment,
the goods, or the industrial or commercial activities

of a compemor, and -

(c) mdlcauons or the making of allegatlons whxch if
~ used in the course of trade are liable to mislead the
~ public as to the nature, the manufacturing process,
the characteristics, the suitability for their purpose,
or the quality of the goods of a competitor.
(3) Any person who performs an.act of unfair competition
commits an offence and is-liable to a fine of not less than ten
thousand dollars but not more than thirty thousand dollars. -

PART VI
GENERAL PROVISIONS

19. Any applic‘atidn or other document filed under this Act Where documens sotin’
shall, if not in English, be accompanied by a translation thereof in ="""
English, verified by the translator:that the translation is to the best
of hlS knowledge, complete and falthful ‘

20. (1) Any change in the ownership of the registration of a Chsnges in owaerthip.
mark or collective mark, or in the ownershlp of an application
therefor shall be - :
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(a) in Writing-andaddressed to the Registrar;

(b) recorded in the Régister by the Registrar at the
request of any interested party; and _ -

(c) published by the Reglstrar in the Joumal except in
the case of an application, :

(2) A change referred to in subsection (1) shail have no
effect against third parties unless it'has been recorded. ‘

(3) Any change in the ownership of the registration of a
collective mark, or in the ownership of an application: therefor. shall
réquire the prior written approval of the Minister.

‘ (4) Any change in the ownership of a tradc name must be
made with the transfer of the enterprise or part thereof identified by
that name and shall be in writing.

(5) A change in ownership of the reglstratlon of a mark or

a collective mark shall be invalid 1f it is likely to deceive or canse

- confusion, particularly in regard to the nature, origin, manufactur-

ing process, characteristics,.or suitability for their purpose, of the

‘goods or services in relation te which the mark or collecuve mark
is mtendcd to be used or is being used.

.. Agems. 21 -(1) Where an apphmnl s ordmary residence or principal

place of business is outside Dominica, he shall be represented bya
legal practitioner resident and practlsmg in Dominicain accordance
- with the relevant law.

Registrar. 2. -(1) The Regnstrar shall perform the funcuons and exercise

the powers conferred on him. by this Act and any other enactment.

- (2) Without derogatmg from the general:ty of subsection
(1), the Reg:strar shall - - y .

(a) perform all functlons relating to the reglstratlon of
- marks and collective marks '

(b) administer regl_steredmarks and collective marks as
specified in-this Act and the Regulations thereto;

(c) superintend and perform all duties reqmred by this
Act and the Regulatlons thereto; and
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{(d) carry outstudies, programs orexchanges of items or

services recording domestic and international law

‘on marks, collective marks, trade names and pro-
tection against unfair competltlon

23. (1) The Registrar shall maintain a rcglster to be known as
the Register-of Marks, in which he shall record all matters reqmred
by this Act or the Regulations to be recorded. :

(2) The Registrarshallre glster collective marksina specmlA

- section of the Register creats;d for that purpose.

(3) Any person may, upon payment of the prescnbed fees,
and in accordance with the prescribed conditions, consult, inspect
of make a copy of or obtain an extract from the Register.

_ (4) The Register shall be prima facie evidence of anything
required or authorised by this Act to be registered, and shall be
admissible and sufficieat evidence of any such thing.

(5) A certificate signed by the R istrar and-centifying that

- any entry which he is authorised to make by this Act has or has not

been made, or that any other thing which he is so authorised to do

has or has not been done, shall be prima facie evidence and shall be
admissible and sufficient evidence of the matters so certified.

/(6) Each of the following, that is to say acopy of ~

(a) an entry in the Register or an extract from the
Register which is supplied under subsection (3);

Register..

o (b) any document kept in the Companies and Intellec- -

tual Property Office; or an extract from any such
document, or any matter which has been published
under this Act, which is a certified copy .or a
certified extract shall be admitted in evidence with-
‘out production of the original, and such evidence
shall be sufficient ewdence of the matters stated
therein.

(7) Inthis section “certified copy” and “certified extract”
means a copy or extract certlfied by the Registrar and sealed with
his seal.

159
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24. (1) The Registrar may, of his own volition or upon the
written request of any interested person, correct any clerical error or
error of translation-or franscription in any application filed under
this Act, or in any document filed in pursuance of such application,

, and the chlstrar may also correct any clerical error in the Register.

(2) Subsection (1) shall not be construed as giving the
Registrar the power to correct in the Reglster any- application or

- document in a material way.

'25. (1) Where the Registrar is satisfied that the circumstances
justify it, he may, upon the written request of any interested person,
and upon such terms as he may direct, extend the time for doing any
actor taking any proceeding under this Act or the Regulations, and

shall give written notice to the parties concerned.

(2) The extension may be granted though the time fordoing _
the act or taking the procceding has cxpired;

26. The Registrar shall give any party to a proceeding before
him the discretionary opportunity of being heard before exercising

- any discretionary power vested in. him under.this Act or the

Regulanons if the exercise thereof mlghl adversely affect lha! party _

27. (1) The Hngh Court shall have ]lll‘lSdlCllOl‘l in cases of
dispute relating to the application of this Act and the Regulatlons,.
and in matters which, under thls Act, may be brought before it.

(2) Any _person who is aggrieved by a decision of the
Registrar under this Act may, within two months of that decision,
appeal to the Court. : :

28. (1) Subject to section 9(4), an infringement shall consist of
the performance, in Dominica, of any act referred to in section 9 by

-a person other than the owner of the title of protection and without
-the agreement of the latter.

’ (2) Onthe application of the owner of the title of protection,
or of a licensee if he has requested the owner to institute court
proceedings fora 'specific relief and the owner has refused or failed

to do so, the Court inay ~
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.' (a) . grant an, m]unctlon to. prevent mfnngement, an
imminent infringement, or anunlawful act referred
to in sections 17(2), 3), 18 or 29(2),

(b) award damages ‘
{c) order the seizure, forfenure or destructlon of -

(1) any mfnngmg product or artlcle, or of any
product or article of which the infringing
product or article forms an mseparable
part and '

(n) any artlcle instrument.or thmg by means of
which any mfnngmg product or anticle was
produced or

(d) grant any other remedy provided for in the general
- law. :

(3) On the application of any competent authority or any
interested person, association or syndicate, in particular of produc-
ers, manufacturers or traders, the Court may, in the case of an act of
unfair competition referredto in section 18 grant the same relief ser -

- outin subsecllon (2).

29. (1) Any person who performs an act which constitutes an offences.
infringement as defined in section 28 or an untawful act as defined
in sections 17(3) or 18 commits an offence -and is liable to a fine of
not less than ten thousand dollars but not more than thirty thousand
dollars, ot to imprisoniment for a term of not less than three years but
not more than ten years, or toboth such fine and such lmpnsonment

2 Any person who— -
{a) forges a mark or collective mark ;

(b) makes: any die, block, machine or other instrument -
for the purpose of forging or of being used for
forging a mark or collective mark;

{c) disposes of, or has in his possession, any such die,
block, machine or other instrument;
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(d) sells, ot has in his: possesswn f0r salé any goods to
- which'is affixed a forged mark or eollectlve mark;

(e) 1mp0rts into the State —

(i) any ‘product or article bearing a forged
mark or collective mark; or

(u) any other mfrmglng product or atticle,

oommns an offenoe and is liable fo a fine of not less than fifteen
thousand doilars, but not more than forty thousand dollars, or to
imprisonment for not less than five years, but not more than twelve
yeai’s or to both such fine and such imprisonment.

(3) Any person ‘who, knowmg the same to be false —

(a) ‘makes or causes to be made a fa!se entry in the
Reglster :

' (b) ‘makes or causes to be made any document falsely
purporting to be a copy of an entry in the Register;
or

{¢) produces, tenders or causes to be produced- in evi-
~-dence any such entry or copy thereof,

éommlts an’ offence and is l:able to a fine of not less than ten
thousand dollars, but not more than thirty- thousand dollars, or to
imprisonment for not less than three years, but not more’ than ten

years, or to both such fine and such 1mpnsonment

(4) Any person who, for the purpose of -

.(a) deceiving the Registrar or any other officer in the '

executlon of his duties under this Act; or -

(b) procunng or influencing the domg or omxssnon of
any act under this Act,

makes a false statement or representation knowing the same to be

false, commits an offence and is liable to a fine of not less than five
thousand dollars, but not more than twenty thousand dollars, or to
lmpnsonment for a term of not less than two years, but not more than
five years, or to both such fine and such imprisonment.

30.. The Registrar shall, before 1st Junie every year, make an

annual report to the Minister regarding the operation of this Actand

the discharge of his functions thereunder.

vy
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31 The Minister may make Regulatlons provndmg for any Regolations.
matter which is to be prescribed under this Act, or for glvmg effect
to the purposes of this Act. :

32 The provisions of any mtemanona! treaty in respect of Application of
marks, collective marks, trade names and protection against unfajr ™emions! treaies.
competition to which Dominica is a party shall apply to matters
dealt with by this Act and, in case of conflict W1th the provisions of
thls Act, shall prevall over the lattcr

33 The Trade Marks Act,Jhe Reglstration of United Kingdom Repeat.
Trade Marks Act and the Merchandise Marks Act are hereby g: gﬁﬁ;
rcpealed _ o . Ch. T84T,

34. (1) Notwithstanding the repeal of the former Acts, trade- Trnsiioal.
marks registered thereunder shall remain in force but shall, subject
to subsections (2) and (3), be deemed to have been reglstercd under
this Act.

(2) Trademarks thus registered shall remain in force forthe
unexpired portior of the period of protection provided for under the -
‘Trade Marks Act or the Registration of United Kingdom Act as the c». 7s:42.
case may be, and may be renewed in accordance with the provisions ™ 4%
of this Act, upon which renewal they shall be reclassnf' ed in
accordance with the International Classnﬁcatlon

(3) Apersonwho,on the commg into force of this Actis the
owner of a trademark registered in the United ngdom or has filed
_an application for the registration of a trademark in the United
ngdom may, within twelve months of the entry into force of this -
~ Act, file an apphcatlon for the registration of the same trademark
under this Act, and such apphcat:on shall be accorded the filing date
or priority date accorded to the application or reglstrahon in the
United ngdom :

35 (1 Thls Act shall come into force on such ‘day as the Commeacement. °
Minister may, by Order published in the Gazette, appoint..
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| (2) Different days may be appointed for bhngmg different
prov1s10ns into force, or for bringing different purposes of the same
provision into force.

Passed in the House of Assembly this 9th day of September,1999. .

- RUTH SIMON (Mss.)
Clerk of the House of Assembly (Ag.)

DOM]NICA _
Pnnted by the Govemment Pnnter at the Government Pnntery, Roseau
(Prlce$360)



