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COMMONWEALTH OF DOMINICA

ACT No. 8 of 1999

- ] assent

V.L. SHAW
President.

~ 7th October, 1999 7

A AN ACT TO PROVIDE FOR THE PROTECTION OF
PATENTS AND FOR MATPERS CONNECTED
THERETO

 (Gazetted 14th October, 1999).

BE IT ENACTED by the Parhament of the Commonwealth of

Dominica as follows:
- PART1I
PRELIMINARY
1. This Act'may be cited as the —
' PATENTS ACT 1999
: 2. Inthis Act, unless the context otherwise requires —
“Courl” means the High Court o

“forelgn apphcauon means any application fora patent filed by an
applicant outside Dominica' :

“International Patent Classxﬁcat:on means the classnficatnon ac-
cordmg to the Strasbourg Agreement of Match 24 1971,
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"“invention” means an idea of an inventor which permits in practice
the solution to a specific problem in the field of technology;

“Journal” means the Journal of Intellectual Property referred to in
section 5(d);

“Minister” means the Minister responsible for patents;

- “Paris Convention” means the Paris Convention for the Protection
of Industrial Property of March 20, 1883 as last revised;

“patent” means the title granted to protect an invention;
“patentee” means the person to whom a patent has been granted;

" “Patent Cooperat;on Treaty” means the Patent Coeperatlon Treaty
of June 19, 1970;

- pnonty date” means the date of the carlier apphcauon that serves .
as the basis for the right of priority prov1ded forin the Paris
Oonventlon,

“Register” means the Register of Patents referred to"in section 7;

. “Registrar” means the Registrar of Companies and Intellectual
Property; and

“utility model certificate” means a certificate granted for an inven-
tiont under Part XII.

PARTII |
COMPANIES AND INTELLECTUAL PROPERTY OFFICE

. Establishment of 3.  There shall be estabfished, at such place as the Minister

e ey determines, a Companies and Intellectual Property Office.
Registrar, Deputy 4. (1) There shail be a Registrar of Companies and Intellec-

xg:::::g fossant tual Property who shall be a public officer, and who shall, subject

and Intellectual Property to the control of the Minister, be respons:ble for the admmlstrauon
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of this Act, and who shall j)erform such functions, and exercise such
powers, as are conferred on him by this or any other enactment

(2 There shall a!so be a Deputy Registrar of Companies and
Intellectual Property and such nnmber of Assistant Reglstrars asare
considered necessary, who shall also be public officers.

(3) The Minister may give the Registrar written directions
-which are not inconsistent with the provisions of this Act, concern-
ing the exercise and performance of powers and functions in
relation to any matter which appears to the Minister to concern the
development of industrial property and other matters
connected therewith, and the Registrar shall carry out such direc-
. tiops. . : : :

{4) The Deputy Registrar and Assistant Registrars shall per-
form such functions, and exercise such powers, as the Minister may,
. by Order, delegate to them

5. WIthOIlt derogating from the generalny of the provisions Powers and functions of
of section 4, the Reglstrar shall have the followmg functlons and Regstrer
- powers, namely to— : v

(@) pmom all ﬂppllcatlons made under this Act; _
(b) grant patents and,reg:ster unhty model certlficates;

(c) administer granted patents and registered utility model
, _ certificates;
~ {d) establishand mamtam aJouma’l of Intellectual Property
in which he shall publish all matters that are required to
be published under this Act or any other enactment;

(e) carry out studies, programs or exchanges of items or
services regarding domestic and international patent
law; and

(P provide patent information services such as making
available; for use by the public, in the prescribed
manner, and on payment of any prescnbed fees, patent
literature,
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6. - (1) The Registrar shall have a seal approved by the Minis-
ter, which he shall affix to every document issued by him, and to any

copyofa document issued by him in lieu of the original document.

(2) Impressmns of the Reglstrar s seal shall be judicially
noticed and admitted in evidence.

7. (1) The Registrar sha]l'maiirtéin a.Register of Patents in
which he shall record -all matters required by this Act or the,
Regulatlons made thereunder to be recorded, and shall also, ina -
section of the Register created for that purpose, register utility
model] certificates. . :

~ (2) Any person may, upon payment of the presr:ribed fee,
and in accordance with any prescribed conditions, consult, inspect
or make a copy of; or obtain an extract from the Registcr._'

- (3). The Register shall be prima facie evidence of anything
required or authorised by this Act to be registered, and shall be

-admissible and sufficient evidence of any such thing. -

(4) Acertificate signed by the Registra_'r and certifying that
any entry which he is authorised by this Act to make has or has not
been made, or that any other thing which he is authorised to do has

- or has not been done, shall be prima facie evidence, and shali be

admissible and sufficient evidence, of the matters so certified.

(5 Each of the following, that is to Say a copy of —

(a) an entry in the Register or an extract from the
Register which is supplied under subsectlon (2);
and _

(b) any document kept in the Companies and Intellec-

* tual Property Office, or an extract from any such
document, or any matter which has been published
in the Journal, which is to be a certified copy ora -

- certified extract shall be admitted in evidence with-
out further proof and without production of the '
original, and such evidence shall be sufficient evi-
dence of the matter stated therein.
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. (6) In this section, “certified copy” and “certified extract”
means a copy or extract certified by the Registrar and sealed with
h1s seal.

- PARTII
 PATENTS

8. (1 Sub_]ect to section 12, a patent may be granted only for Patentablelnmm
an invention which satlsfia; the followmg conditions:

(a) the mventlon is new;
(b) it involves an inventive step; and -
(c). it is capable ot' industrial application.

(2 An mventlon may be, or may relate o, a product ora
process. :

9" (1) Aninventionis consu:lered to be new if it does not form Novilry,
part of pnor art : :

- (2) For the purpose of this Act, prior art-in relation to an
invention means anything which has; at any time prior to the filing
date or, where priority is claimed, the priority date, of the applica- -
tion claiming the invention, been disclosed to the public

‘anywhere in the world by oral or written dmcnptxon, by use, or in
~ any other way. - : : .

(3) For the purposes of subsection (2), the disclosure to the
public of matter constituting an invention shall not be taken into
consideration if it occurred within twelve months immediately
preceding the filing date or, where priority is claimed, the priority
date of the application, and the dlsclosure was ‘due to or in conse-

, quence of — :
' (@) acts oommltted by the apphcant or his predecessor
" intitle; or

(b) an abuse c:rmm'itted by a third party with regard to
g the applicant or his predecessor in title.
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“(4) Inthe case of an invention consisting of a substance or
composition for use in amethod of treatment of the human or animal
body by surgery or therapy, or of diagnosis practised on the human
or animal body, the fact that the substance or composition forms

- part of prior art shall not prevent the invention from being taken to
be new if the use of the substance or composition in any such -
method does not form part of prior art.

Tnventive step. 10. Aninvention shall be considered as involving an inventive -
' step if, having regard to the prior. art relevant to the application
claiming the invention as defined in section 9(2), it is not obvious
~ to a person having ordinary skill in the art..

mdwsrolsppliction. 11, An invention shall be considered-as being -capable of
" industrial. application if it can be made:or used in any kind of
industry including agrlculture, fishery, handlcraft and servxces

Matter excluded from 12 (1) The following, even if they are inventions within the
patent pwm meanmg of this Act, shall not be protected as patents —

(a) .a discovery, scwnt:flc theory or mathematlcal
method;

(b) a scheme rule or method t‘or doing busmess, per-
- forming a mental act or playing a game; and -

(c) methods for the treatment of the human or animal
_ body by surgery or therapy, as well as diagnostic
methods practlsed on the human or animal body.

(2) Subsection (1)(c) shall not apply o products forusein
‘any of the methods speclfled therein.

" (3) A patent shall not be granted for an mvenuon the
commercml exploitation of which ll‘ is necessary to prevent in
Dominica in order - '

(a) to protect pubhc order or morahty, including to
protect human, animal or plant life o‘ health; or

(b) to avoid serious prejudice to the environment.
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(4) The refusal to grant a patent in respect of an invention
referred o in subsection (3) shall not be based solely on the ground
that the commeércial explo:tatlon is prohibited by a law in force in
Dominica, : . o

PART v
RIGHT TO APPLY FOR AND OBTAIN A PATENT

13. Any person rnay make an appllcatlon for a patent ither who may apply fora _
alone or jointly with another. - , o : . Patent

14.. (1) The-right toa patent shall belong to the inventor. Right fo patent.

2) If two or more persons have made an mventlon ]omtly, .
the nght to the invention shall belong to them ]omtly '

+-(3) Where two or more persons have made the same inven-
tion independently of each other, the person whose application
bears the earliest filing date or, if priority is claimed, the person
whose appllcatlon bears the earliest validly claimed priority date
shall, unless that application is abandoned or withdrawn by the
appllcant, or rejected by the Registrar, have the nght to the patent.

(4) Thei inventor shall be named as such in the patentunless .
in a special written declaration signed by him and addressed to the
. Registrar, he indicates that he does not wish to be so named.

(5) Any promise or undertaking made by the inventor to
any person to the effect that he will make sucha declaratlon shall be
void. ‘ _

- (6) The nght to a patent may be assigned or transferred by
succession.

15. (1) Where an invention is made in execution of a contract Invention by employee
of employment or for the execution of work, the right to the patent 5P cmmis-
shall, in the absence of any agreement to the contrary, belong to the
- employer or the person whocommissioned the work as the case may

be.
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(2) Where an invention referred to in subsection (1) ac-
quires an economic value much greater than the parties could
reasonably have foreseen at the time of concluding the contract of
employment or for the execution of work, as the case may be, the
inventor shall be entitled to equitable remuneration which may be

fixed by the Court in the absence of agreement between the parties.

(3) Where an employee whose contract of employment
does not require him to engage in any inventive activity makes, in
the field of the activities of his employer, an invention using
information or means placed at his disposal by his employer, the
tight to the patent for such invention shall be deemed to accrue to

- the employer in the absence of any provision to the contrary in the

contract of employment, provided that the employee shall be
entitled to equitable remuneration which, in the absence of agree-
ment between the parties, may be fixed by the Court taking into
account his emoluments, the economic value of the invention and
any benefit derived from it by the employer.

(4) For the avoidance of doubt, it is hereby declared that
when an invention is made by an employce whose contract of
employment does not require him to engage in inventive activity, or
in a field of activity different from that of his employer, and without

“using information or means put at his disposal by the employer, the

- tight to the patent for such invention shall accrue to the employee.

Judicial assignment of
patent application or
patent.

(5) The rights conferred on the inventor under subsections
(1), (2), (3) and (4) shall not be restricted by contract.

(6) Thissection shall notapply toan invention made before
the c()ming into force of this Act.

16. (l) Where the essential elements of the mventlon claimed in
a patent or appllcatlon for a patent have been unlawfully derived
from an invention for which the right to the patent belongs to
another person, such other person may apply to the Court for an
order that the said patent application or patent be assigned to him.

“(2) The Court shall make such order as it sees fit upon
hearing such application. '
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(3 No appllcation for the asmgnment of a patent under
subsection (1) shall be entertained by the Court after the expiry of
five years from the date of the grant of the patent unless it is shown
- thatany personregistered as an owner of the patent knew, atthetime
of the grant or, as the case may be, of the transfer of the patent to him,
that he was not entitled to the Ppatent.

~ PARTV
T APPLICATIONS FOR PATENTS

17. (1) Every application for a patent shall be fﬂed thh the :
Reglstrar in the pr%cribed form and shall contam - "~ Application for a patent.

(@) a requwt

(b).a descnpuon,

-(¢) one or more claims;

(d) one or more drawings where required; and
- (e) an ab.s'tract o -
(2) The rcquest shall contain —

(a) a petition that a patcnt be granted,

(b) the name of and other prescribed information relat-
ing to the appllcant, thei mventor, and agent, 1f any;
and

(o) the tntle of the invention.

(3) Where the apphcant is not the mventor or a _]Olllt
_inventor, the request shall be accompanied by a written statement
justifying the appllcant s nght to the patent.

~ (4) The descnptmn shall disclose the i 1nvent10n in amanner
- which is sufficiently clear and complete to permit a person having
ordinary skill in the art to carry out the invention, and shall, in
particular, indicate at least one mode known’ to the appl:cant in
which the invention can be carried out, -

(5) The claim or claims‘ shall —

(a) define the matter for which protection is sought; |
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(b) be clear and concise; and
(c) be supported by the description.

(6) The description and the drawings may be used to
interpret the claim or claims.

(7) The Registrar may require an applicant to file drawings
where these are necessary for the understanding of the invention.

(8) The purpose of the abstract is to provide technical
information and shall not be taken into account for the purpose of
interpreting the scope of the protection sought

(9) An applicant may, at any tnne before the patent is
granted, withdraw his application.

(10) Anapplication for a patent shall be accompanied by the
prescribed application fee.

18. (1) Anapplication for a patent shall relate to one invention
only or to agroup of 1nvent10ns so linked as to form a single general
inventive concept.

(2) The applicant may, at any time beforc a patent is
granted, divide the application into two or more applications
(referred to in this section as “divisional applications™), provided
that each divisional application shall not include any matter which
was not disclosed in the initial application as filed.

(3) Each divisional application shall be accorded the filing
date and, where applicable, the priority date, of the initial applica-
tion.

(4) The factthatapatenthasbeen granted on an application
that did not comply with the requirement of unity of invention under
subsection (1) shall not be a ground for the invalidation of the
patent,

19. The applicant may, at any time before a patent is granted,
amend the application, but the amendment shail not include any
matter which was not disclosed in the initial application as filed.

20. (1) Where two or more persons apply jointly for a patent,
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they shall, in the absence of an agreement to the oontrarj, have equal

undivided shares in the application and none of them shall deal with

the application in any way without the consent of the other.

(2) Notwithstanding the provisions of subsection (1), if any
step is required to be taken to save the application from being
‘abandoned, any applicant may, on his own behalf and on behalf of
any other joint applicant, take such step without recourse to the
other applicant or applicants. :

- 21, (1) An applrcatmn for a patent may oontam a declaration righ ofpnorrly

claiming the priority, as provided for in the Paris Convention, of one
or more eatlier national, regional or international applications filed

by the applicant or his predecessor in title in or for any State party -

to the said Conventron or any member of ‘the World Trade
Orgamsatlon :

(2) Where the applrcatron contains a declarauon under |

subsection (1), the Registrar may require the applicant to furnish,
‘within the préscribed time, a copy of the earlier national, regional
or international application certified as correct by the Office wrth
whlch it was filed. '

(3) Where the earlrer application is not in English, the
Registrar may requirc a translation thereof in English verified by the
translator that the translation is, fo the best of his knowledge,
complete and faithful. :

(4) The effect of the declaration referred to in subsection

® shall be as provrded in the Paris Convention. -

(5) Where any requrremcnt of this section or the Regula-
tions pertaining thereto is not fu]fllled, the declaration referredtoin = -

subsectlon (1) shall be considered as having not been made.

89

22, (1) At any time before the grant or refusal of a patent, an coavenion of pstent

applicant for a patent may, upon payment of the prescribed fee, spplication.

convert his application into an application for a utility model
certificate.

(2) Noperson may convert an appl rcatron under subsectron
(1) more than once. :
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Information conceming 23, (1) The applicant shall, if requested by the Registrar, fur-
xp"fc‘:ﬁ":'&n gforeign  pish him with the date and number of any application for a patent
filed by him abroad relating to the same or essentially the same
invention as that claimed in the apphcatlon filed with the Registrar.

(2) The applicant shall also, if reqﬁcsted by the Registrar,
furnish him with the followmg documents relating to any forclgn
‘application referred to in subsection (1) —

(a) a copy of any commumcatlon recelved by the
apphcant concerning the results of any search or
examination carried out in r%pect of the forelgn
application;

- {b) a copy of the patent gfanted on the basxs of the
foreign apphcauon, —

{c) a copy of any final decision rejectmg the forelgn
application or refusing the grant requosted in the
foreign apphcatlon and

(d) a copy of any final decision mvalldatmg the patent
granted on the basis of the foreign apphcatlon
referred to in subsection (1).

(3) Subsection (2)(a) and (c) shall not apply where the
Offlce of the Registrar is an elected Office within the meaning of

section 55 and has received or will recewe an mternatlonal prelum—

" nary examination report. - N
(4) Any document furmshed pursuant to this secuon -
(a) shall, if not in English, be accompamed by a trans-

lation thereof in English, verified by the translator

~ that the translation is, to the b%t of his knowledge,
‘ oomplete and faithful; and

(b) may be used only for facﬂltatmg the evaluatlon of
the novelty and inventive step of the invention for
which the patent application is made. -

Disclosure of matter, 24. Where an application is made for a patent under section 17

elc., between earlier and

Jater applications. and a declaration is made in accordance with section 21(1) in or in

~ connection with that application specifying an carlier application,
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- the first-mentioned application and any patent granted in pursuance
. thereof shall not be invalidated by reason only of the fact that any
subject matter disclosed in the earlier application was made avail-
ableto the publicatany tlme after the date of filing of the said earher
appllcatlon :

25. (1) The Reglstrar shall accord as the filing date of an Fiing dxe.

application for a patent, the date of receipt of the application,
provided that at the time of its receipt, the. fo]lowmg requirements
are satlsfled -

(a) the documents filed contain an'expfess or implied
indication that the granting of a patent is sought;

(b) the documents filed 1dent1fy the apphcant or apph— ,

cants;

(c) the documents filed contain mfonnauon wlnch on
the face of 1t, appears to be a dmcnptnon of the
- invention.

-(2) Where the application does not comply with.the re-
quirements of subsection. (1), the Registrar shall so inform.the
applicant in writing and shall invite him, subject to section19, 3 file
the required amendment.

(3) The Reglstrar shall then aocord, as the fihng date, the
date of receipt of the amendment referred to in subsection (2).

- (4) Where the applicant fails to make the required amend-

- ment, the application shall be treated agif it had not been filed.

"(5) Where the application refers to drawings which are not
included in the application, the Registrar shall invite the applicant
to furnish the missing drawings and, if the applicant complies, the

- Registrar shall accord as the filing date of the aljplica_tion,, the date

- of receipt of the mtssmg drawmgs

(6} Where the applicant failsto oomply wth subsection (5),
the Registrar shall accord as.the filing date of the application, the
date of receipt of the application arid shall treat any reference to the
sdid drawings as non-existent. '

9

W
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Eraibioation. 26 After according a filing date; and if the application is not
withdrawn, the Registrar shall examme the apphcatlon fo deter-
mine whether -

(a) it complies with the requirements of section 17(1), (2),
(3) and (10) and the Regulations pertaining thereto;

(b) it complies with the requirements of this Act;

- (¢) itcomplies with the requirements of the Regulations as
have been designated by. the Regulat:ons to be formal
requirements; and

(d) information requested under section 23, if any, hasbeen

‘provided.
Rofusal or grant of 27, 1) Subject to section 25(2)to (4), where the Registrarisnot
patent. satisfied that the requirements of the Act and the Regulations have

been complied with, he shall refuse the application and so inform
the apphcant in writing, stating the reasons for the refusal.

(2) Where two or more patent apphcatlons for the same -
- invention, having the same filing date or the same priority date, are .
filed by the same applicant or his successor in title, the Registrar
may, on that ground, refuse to grant a patent in respécl of i more than
one of the applications.

. (3) Where the Reglstrar réfuses an appllcatlon under sub-
section (2) he shall so inform the appllcant in wntmg, statmg the
reasons for his refusal.

C)] Where the Regxstrar is satisfied that the apphcatnon,
originally filed or as amgnded complies with the requirements of

sectlon 26, he shall grant the applicant a patent.
(5) Where the Regrstrar grants a patent, he shall -

(a) pubhsh, in the Journal,.a notice of the grant of the
" patent; _

(b) issue a cerhficate of the grant of the palent and a
copy of the patent to the appllcant, and

(c)’ﬁoord the patent in the Reglster

_ (6) The Registrar shall, on payment of the prescribed fee,
make acopy of any patentgranted under this section available to any
person who requests such copy.
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* (7) TheRegistrar shall, upon the request of the owner of the
patent, amend the text or drawings of the patent in order to limit the
‘extentof the protection conferred thereby, provided that the amend-
ment would notresultin the disclosure contained inthe patentgoing
beyond the disclosure contained in the initial application on the -
basis of whtch the patent was granted. -

: (8) The patent shall be deemed to be granted on the date on
- which the Registrar publishes a notice of the grant of the patent.

PART VI :
PROVISIONS AS TO PATENTS AFI‘ER GRANT -

28. (1) Subject to subsection (2), a patent shall expire 20 years Duntionmd .
after the filing date of the application therefor. -~ . maintnance of patent.

(2) In order fo maintain a patent or patent appllcatlon, the
owner of a patent or the applicant shall pay in advance to:the
Registrar for each year starting one year after the filing date of the
application for the grant of the patent, the prescribed annual fee.

(3) (a) Where the period prescribed for the payment of the
. annual fee expires and payment of the said fee has not been made,
the Registrar shall give the owner of the patent or the applicant, as
the case may be, a period of grace not exceedmg six months, within
which he must pay the annual fee. . -

(b) Theownerofthe patentor theappltcant, asthechse
may be, shall, when paying the annual fee in accordance with
paragnph (a), also pay, to the Registrar, the sureharge prescribed
for late payment

_ - (4) A patent shall lapse or a patent application shall be.
deemed to have been withdrawn if the annual fee is not paid i mr
aecordance with the provisions of this section.

(5) If a patent ceases to have effect under this section, the
Registrar shall enter the lapse in the Rggister and publish it in the
Journal. = -~

» : _ - .
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29. (1) The owner of a patent may, at any time by notice given

“fo the Registrar in the prescribed manner, offer to surrender his

patent or one or more claims contained in his patent. -

(2) Where an offer is made under this secnon the Registrar
shall advertise the offes in the prescnbed manner and any interested
person may, within the prescribed period commencing on the date -
of the publication of the advertisement, give notice to the Reglslrar
of liis opposition to the proposed surrender.

7 (3) Where notice of opposition is duly given under this
section, the Regnstrar shall nottfy the owner of the patent in writing
and determine the question. :

(4) Where the Registrar is satisfied that the patent or any
claim or claims contained in the patent may properly be surren-
dered, he may accept the offer and record his acceptance in the
Register and shall, as soon as practicable, publlsh a notice of his
acceptance in the Journal. -

(5 From the date of publlcatlon of the not:ce under sitbsec-
tion (4), the patent or claim or claims shall cease to have effect, but

no action for infringement shall lie in respect of any act done before

that date, and no right to compensation shall accrue for any use of
the patented invéntion before that date for purposes of the State.

(6)' Whereapatent hasbeen grantedto two or more persons,
a notice in accordance with subsection (1) shall be signed by each
ofrthem. . :

30. (1) Any person who claims to have acquired the praperty in
a patent or application for a patent by virtue of any transaction to

" which this section applies shall be entitled as against any other

person who claims to have acquired that property by virtue of an
earlier transaction to which thls section apph&s if, at the tnne of the
later transaction — : :

(a) the earlier transaction was not registered; or

(b) in the cas®of any applic_atioh,.noﬁce of the earlier
.transaction had not been given to the Regis't_r;ar; and
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(c) in any case, the person claiming under the later
- transaction did not know of the earlier transaction.

(2) Subsection (1) shall apply equally to the case where any
person claims to have acquired any right in or under a patent or
_application for a patent by -virtue of a transaction to which this
section applies, and that right is incompatible with any such right
acquired by virtue of an earlier transaction to which this section
' apphes

(3) This séction applies to the fol‘lowi'n'g transactions:

- (a) the assagnment ofapatentor appltcatlon for apatent
-ora nght in ity"

(b) the mottgage of a patent or apphcauon or the
grantmg of security over it; .

; (c) the grant, assignment of a llcence or sub-hcence, or
~ mortgage of alicence or sub- hcence under a patent
or apphcatlon

(d) the death of the owner or one of the owners of any
such patent or application or of any person having

~ arightin a patent or application and the vesting, of
any such right, by an assent of the personal repre-
sentative of the applicant or owner of a patent; and

(e) any orderor directions of acourtorother competent
~ authority — C
(i) transferring a patent or application or any right
in or under it to any person; or

(ii) that an application should proceed in the name
of any person, and in either case the event by
virtue of which thé Court or authonty had

- power to make any such order or give any such
directions. _
(4) Where an application for the registration of a transac-
tion has been made, but the transaction has not been registered,

registration of the application shall, for the purposes of subsection
(1)(a), be treated as registration of the transaction. '

.
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(5) For purposes of this sectlon, “transaction” mcludes an
instrument and an event.

- PART VII :
PROPERTY IN PATENT APPLICATION AND PATENTS

31. (1) A patent or application for arpatent is personal prqpe_rty
(without being a thing in action), and any patent or any such

- application and rights in or under it may be transferred, created or

granted in accordance with subsections (2) to (6).

(2) Subject to section 32(2)(b), any patent or any such
apphcatlon, or any nght in it, may be assigned or mortgaged.

(3) Anypatent of any such apphcatlon or right shall vestby
operatlon of law in the same way as any other persona] property and

~may be vested by an assent of personal representatives.

(4) Subject to section 32(2)(b), a licence may be granted
under any patent or any such application for working the invention

‘which is the subject of the patent or the appl;catlon, and —

(a) to the extent that the llcence s0 prov1des a sub-
" licence may be granted under any such licence and
" any such licence or sub-ticence may be assigned or
~ morigaged; and

(b) any such licence or sub-l:cence shall vest by opera-

_ tion of law in the same way as any other personal

* property and may be vested by an assentof personal
representatives.

(5) Any-of the following transac_ﬁons, that is to say -

(a) any assignment or mortgage of a patent or any such
application, or any nght in a patent or any applica-
tion; or :

(b) any assent relating to any patent or any such appli-
cation or right, shall be void unless it is in writing
and is signed by or on behalf of the parties to the
transaction (or, in the case of an assent or other

-
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transaction by a personal representative, by or on
behalfof the personal representative), or in the case
of a body corporate, is so s:gned or is under the seal
of that body : : S

(6) An assignment of a patent or any such apphcatlon ora
share in it, and an exclusive licence granted under any patentor any
such application may confer, on the assignee or licensee, the right
of the assignor or licensor to bring proceedings by vu'tue of section
41 for a previous infringement. :

32 (1) Where a patent is granted 1o two or more persons jointly, Joint ownerhip of
“each of the patentees shall, in the absence of an agreement to the P\
_conl:ary, be entltled toan equal und1v1ded share in the patent.

(2) Subject to the prov1s10ns of subsection (4), a joint’

patentee shall not be entitled, in the absence of an agreement to the

' contrary, and in the absence of the consent of the Jomt patentee or
patentees, to — : : 2

(a) make, use, exercise, or dlSpose of the patented
mventlon .

o (b) grant a licence or assign or mortgage the whole or
any part of his mterest in the patent or

(c) take any sfep or mstntute any proceedmgs relating to
. the patent; o

provnded that he may without recourse to any other Jomt patentee,
pay any annual fee which is payable .

(3) Where .a patented artlcle is dlsposed of by a joint

: patentee, the person who acquires the patent, or any person making

a claim through him shall be entitled to deal with that article in the

' same manner as though the article had been dlsposed of by the
) patemees Jomtly ’

(4) Any Jomt patentee may mstltute pmceedmgs for in-
fringement and shall give notice thereof to any other j joint patentee,
*ind any such other j Joint patentee may intervene as co-plaintiff and
recover any dainages inrespectofany damage he may have suffered
as a result of the mfrmgement

-*
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i i j intaiasinivtm
‘ PART VIH
RIGHTS OF OWNER OF PATENT
Rights conferred by 33. (1)The exploltauon ofapatented invention in Dominicaby

any. person other than the owner of the patent shall requu'e the
latter’s authorisation.

(2) For the purposes of this section, explontauon of a
‘patented invention means —
(a) where the patent has been granted in respect of a
product — 7
(i) making, importing into Dominica, offering
for sale, selling and using that product;
(li) stocking such product for the purposes of
offermg itfor saleor selling or using it; and

(b) where the patent has been granted in respect of a
(i) using that process; and
(ii) doingany actreferredtoin paragraph (a)in
respect of a product obtained by means of
~ that process.’

(3) Subject to subsection (4) and to sections 34, 35and 38,
the owner of the patent shall have the right to bring an action against
any person who exploits the patented mventlon in Dominica with-
out his authorisation. :

(4) The l‘lghts under the patent shall a0t extend o~

(a) acts in respectof articles which havebeenputon the
- market in Dominica by thé-owner of the patent or
with his consent; - :

®) the use of aruclts on aircraft, land-vehicles or
~ vessels of other countries which temporarily or
accidentally enter the anmaoe, temtory or waters

of Dommlca, S

(c) actsdoneonly for expenmental purposes relatmg to
a patented invention;

-
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—

(d) iheextemporaneousprwaraﬁon forindividual cases,
* in a pharmacy, of a medicine in accordance with a

medical prescription or acts oonoemmg the medi-

- cine so prepared; or -

(e) acts performed by any person who in good faith,
before the filing or, where priority is claimed, the
priority date of the application on which the patent

is granted, and in Dominica, was using the inven-
" tion or was making effective and serious prepara-
tlons for such use.

(5) The r_lght of prior user referred to in subsection (4)(c)

may be transferred or devolve only together with the enterprise or
" business, or with that part of the enterprise or business in which the
use or preparations for use have been made '

34 ) Whereapatentlsgmnwdforanmvenuon,apusonwho Right to coatinue use
bégmm before date of
Bling of priority.

before the date of filing of the patent application or, if priority was
claimed, before the date of priority, does in good faith in Dominica, .
an act which would constitute an infringementof the patent ifit were
then in force, or makes effective and serious preparations in good
faith to do such an act, shall have the rights speclﬁed in subsection
@

(2) The rights referred 10 in subsection (1) shall be the
following, namely — : L

" (a) tooonﬁnuetodoor,asﬂlemsemaybe,todothat
: acthlmselt' and

- (b) i theactwsdoneotpreparaﬁonshadbeenmade

do it in the course of a business —
(i) to assign the right under paragraph (a);
" ‘ (i) ® transmit the right under paragraph (a) to
hnsheusonhlsdealhor,mthecaseofa

s épo te, on its dissolution, to any
. . -person unmmMmHOfmebm-
* nessin thedourse of which theact wasdone

orprepmnwshadbeenmadetodon;or

-

']
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(m) to- authonse the- act to be done by any

-  partners of his-for the time being in that
business, and the doing of that act by virtue

of this subsection shall not amount to an .

_ infringement of the patent. concerned.

(3) The rights speclfied in' subsection (2) shall not include
“theé nght to grant a hcence to any person m do an act referred to in
subsectlon @ - - :

(4) Where a product whlch is. the sub_]ect of a patent is
. disposed of by any person to another in exerciscofa rightconferred
by subsection (2), that other and any person claiming through him
- shallbe entitled to deal with theproduct in the same way as if it had

. been dlsposed of by a sole owner of the patent.

Explotaticn by 35. (1) Where —
Guovemnment or person- ) ) )
authotised thereby. © v (a) the public interest, in particular, national security,

“nutrition, health; or the development of other vital
- sectors-of-the national economy so. requires;or -

(b) the Minister has determitied that the’ ‘mannei ‘of
explmtatmn, by the owner of the patent or his
" licensee, is anti-competitive, and he is satisfied that
_ the exploitation of the invention in accordance with
this subsection would remedy such practlce

the Mnmsteﬂnay decide that, even withiout the agreement of the
. owner of the patent, a Government agency or a ‘third person
de31gnated by the Minister may exploit the mventlon

g . (2).. The, exploitation of the patented invention shall be
limited to the purpose for which it was authdtised and shall be
subject to the payment to the said owner of an adequate remunera-
tion therefor, taking into account the economic value of the Minis-

'\"ter s authorisation, as determined in the said dgspn, and, wherea
decision has been taken under subsection 1(b), the need to correct

: _antl-oompehtlve practlcm . e

(3) The Minister shall make his Secision A% Searing the
owne? of the patent and an&mterested person.

-

»
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(4) A request for the Minister’s authorisation to exploit a
patented invention shall be accompanied by evidence that the
owner of the patent has received, from the person seeking the
authorisation, a request for acontractoal licence, but that that person
has been unable to obtain such a licence on reasonable commercial
terms and conditions and within a reasonable time.

) Subsectlon (4) shall not apply in cases of ~

(a) national emergency or other circumstances of ex-
treme urgency provided, however, that in such

cases the owner of the patent shall benotifiedof the

Minister’s decision as soon as reasonably practica-
ble;

(b) public non-oommercxal use; and

(o) antl-compemlve practices determmed as such by
_ the Minister in accordance with subsectlon 1)(b).

(6) 'I'he explmtauon of a patented invention in the field of
semi-conductor technology shall only be authorised for public non-

‘commercial use or where a judicial or administrative body has
determined that the mannér of exploitation of the patented inven- .

tion, by the owner of the patent or his licensee, is anti- competitive,
and if the Minister is satisfied that the issuance of the non-voluntary
licence would remedy such practice. -

(7) The authorisation shall not exclude —

(1) the conclusion of license contracts by the owner of

- the patent; or -

(i) the contmued exercise, by the owner of the patent,
of his rights under section 33(2); or_

(iii) the grant of a non-voluntary licence under section

' 38. _ : _ :
(8) Where a third person has been designated by the Min-
ister, the authorisation may only.be transferred with the enterprise

or business of thlt person or with the part of the enterprise or

business within which the patented invention is being exploited. -

101
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(9) The exploitition of the patented invention by the Gov-
ernment agency or third person designated by the Minister shall be

' predommantly for the supply of the market in Dominica.

(10) Upon the request of the owner of the patent, of the
Government agency or of the third person authorised 1o exploit the
patented invention, the Minister may, after hearing the parties, vary
the termsof the decision authorising the exploitation of the patented
invention to the extent that changed cncumstanoes justify such

. vanatnon

"(11) 'Upontherequestof the owner of the patent, the Minister
shall terminate the authorisation if he is satisfied, after hearing the
parties, that the circumstances which led to his decision have ceased
10 exist and are unlikely to recur, or that the Government agency or
third person designated by him has failed to eomply with the terms
of the decision. -

(12) Notwithstanding subsectlon (11), the Minister shall not
terminate the authorisation if he is sat;sfied that the need for .
adequate protection of the legitimate interests of the Government
agency or third person de51gnated by hnn Justtt'i% the mamtenance

of the decision.

36 (1) Whlle in force, a patent shall confer on its. owner, the
right to prevent ail persons not having his authorisation, from
supplying or offering to supply in Dominica, a person (other than a
person entitled to engage in cominercial working of the patented
invention) with means relating to. an essential element of that
invention, for putting it into effect therein, provided that the person
knows, or it is obvious to a reasonable person in the circumstances

. thatthose means aresuitable for puttmg, and memtended toput, that

invention into effect.

(2) Subsection (1) shall not apply where the means referred |
to therein are staple commercial products, except where the person
induces the person supplied to commit acts which the owner of the

_patent is entitled to prevent by virtue of section 33.

" (3) Anypersonwho comm1tsanactreferred toin paragraph
(c) or (d) of section 33(4) shall not be considered to be a person
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entitled to engage in commercial working of the invention for the
. purposes of subsection (1).

PARTIX
VOLUNTARY AND NON-VOLUNTARY LICENCES

103

37. (1) Subject to section 32 the owner of a patent application or Votuntary licences.

patent may grant a licence in respect of the relevant invention.

(2) Any licence contract concerning a patent or an applica-
tion therefor shall be filed with the Registrar who shall keep its
contents confidential but shatl, upon payment of the prescribed fee,
record it in the Register and publish a reference thereto in the
Journal in the manner prescribed.

(3) Until such contract has been so recorded, the licence
shall have no effect against third parties, unless otherwise decided
by the Court.

(4) In the absence of any provision to the contrary in the
terms of a licence contract, a licensee may not extend, to another
person, the authorisation conferred oa him by the owner in accord-
ance with subsection (1), nor may he assign or mortgage his licence.

(5) In the absence of any provision to the contrary in the

terms of a licence contract, the owner of a patent may continue o

enjoy the rights conferred on him by sections 33 and 36.

(6) To the extent that the licence has been granted as an
exclusive licence, the owner may notgrant alicence in respect of the
invention to a third person and may not himself do any of the acts
referred to in sections 33 and 36.

(7) If, before the expiration of the licence contract, any of
the following events occur with respect to any patent application or
patent, the subject of that contract —

{a) the patent application is withdrawn or is deemed to
be withdrawn; o

(b} the patent application is treated as if it had not been
= filed,; '
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_(c) the grant.of the patent is refused; or
(d) the patent is invalidated,

the licensée shall, from the date of the event, no longer be bound to
make any payment duectly relatmg to that patent appllcatlon or
patent.

(8) In any case teferred to in subsectlon (7), the licensee
shall hiave the right io repayment of the payments already made and
directly relating to the patent application or patent in questlon,

provided that he has not benefited from the hcence

38.. (1)(a) At any nme after the explratlon of four years from
the date of filing of a patent application or three years from the date
of the grant of a patent, whichever happens later, any interested
person may apply to the Court for the grant of a non - voluntary
licence under the patent on the grounds that the patented invention
is not being exploited or is being insufficiently exploited by
working the inven_tion in Domin_ica, or by importation into Domi-
nica. : :

(b Notthhstandmg paragraph (a), a non-voluntary li-.
cence shall notbe issued if theownerof the patent satisfies the Court

_that circumstances exist. which justify the non-exploitation or

insufficient exploitation of the patented invention in Dominica.
 (2) The Court shall, where it grauts a non-voluntary li-
cence, fix —

(a) the scope and functlon of the llcence,

(b) the time limit w:thm whlch the licensee must begin
to explmfthe patented invention; and

(c) the amount of the remuneration to- be paid to the
~owner of the patent, and the conditions of the
~ payment thereof. :

(3) The beneficlary of the non-voluntary llceﬁ:e shall —

(a) have the nght to exploit the patented invention in
Dominica in accordance with.the Court’s order;
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(b} commence the exploitation of the patented inven-
tion within the time stipulated in the said order; and

(c) thereafter, exploitthe patented invention sufficiently.

(4) Where the invention claimed in a patent (referred to in
this section as a “later patent”) cannot be exploited in Dominica
without infringing a patent granted on the basis of an application
benefiting from an earlier filing, or, where appropriate, priority date
(referred to in this section as an “earlier patent™), and provided that
the invention claimed in the later patent involves an important
technical advance of considerable economic importance in relation
to the invention claimed in the earlier patent, the Court may, upon
the application of the owner of the later patent, issue a non.

voluntary licence to the extent necessary to avoid infringement of
the earlier patent.

(5) Where a non-voluntary licence is issued in accordance
with subsection (4), the Court shall, upon the application of the
owner of the earlier patent, issue a non-voluntary licence in respect
of the later patent.

(6) In the case of an application for the issuance of a non-
voluntary licence in accordance with subsections (4) and (5),
subsection (2) shall apply mutatis mutandis, except that no time
limit need be fixed by the Court.

(7) In the case of a non-voluntary licence issued under
subsection (1), the transfer may be made only with the later patent,
or, in the case of a non-voluntary licence issued under subsection
(4), only with the earlier patent.

(8) An application for a non-voluntary licence shall be
subject to payment of the prescribed fee.

(9) Nolicenceshall be granted under this section in respect
of a patented invention in the field of semi-conductor technology.

(10) Section 35(2) to (12), and 62(2) shall apply mutatis
mutandis.

105
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39, The powers of the Court on an application under section 38
shall be exercised with a view to ensuring that the inventor or other
person beneficially entitled to a patentreceives adequate remunera-
tion having regard to the economic value of the licence.

PART X
INFRINGEMENT

40. Subject to the f)to‘visions of sections 33(4), 35 and 38, the

- performance, in relation to a patent, of any actreferred to in sections

Proceedings for
infringement.

33 and 36 without the authorisation of the owner of the patent shall,
while it is in force, oonstltutm an mfnngement

41. (1) The owner of the patent shall, in addition to any other

ﬂght, remedy or action available to him, have the right, subject to

 sections 33(4), 35, 38 and 42, to institute court proceedings against .
“any person who infringes the patent by performing, without his

authorisation, any of the acts referred to in section 33(2) or who
‘performs acts which make it llkely that infringement will occur.

(2) A plaintiff in proceedings for infringement shall be
entitled to relief by way of -

(a) an m]uncuon, :
(b) the seizure, forfeiture or dwtructlon of -

(i) any infringing product or article, or of any
"product or article of which the infringing

product or artlcle forms an insepafable

* part; and ,

(ii) any article, mstfument orthing by meansof
-which any infringing product or artlcle was
produced; .

() damages, :

(d) an accgnt of the profits denved from the mfnnge— .

- ment; or

-

{e) any other relief provided for 1{1 the general law.
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(3) The Court shall not, in'awarding damages under this
section, also order, in respect of the same infringement, that the
plaintiff be given an account of the profits derived from the
' mfnngement ' :

4 In any'p'roceedings for infringement, the defendant may
counter-claim for the invalidation of the patent and, by way of
defence, rely upon any ground on whlch a patent may be mvah-
dated. S

(5) In any proceedings under this sectlon, theplamtlff shall,
before instituting the proceedings, give notice thereof to every
licensee under the patent in question whose name is recorded in the

~ Register, and any such licensee shall be entitled to intervene as co-

plaintiff.

_ ~'(6) Where a licensee requests the owner of a title of protec-
tion granted under this Act to institute court proceedmgs for a
specific relief and the owner fails to do so, the licensee may bring
an action under this section and the Court shall grant him any relief
specified in subsection (2) or any other relief prowded for in the
general law. .

(’7) (a) In any proceedmgs for 1nfr1ngement otherthan crimi-
nal proceedings, where the subject matter of the patent is a process
for obtaining a product, the burden of establishing that the product
was not made by the process shall rest on the defendant if-

(i) the product is new; or

(n) a substantial likelihood exists that - the
product was made using another process
and the ownerof the patenthas been unable
through reasonable efforts, to determine
the process used. . ,

(b) In requiring the production of evidence, the Court
shall take into account the legitimate interests of the defendant in
not disclosing his manufacturing and business secrets.

(8) The Court shall, in awarding damages under this sec-
“tion, calculate such damages taking into account the amount of a

107
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reasonable royalty which would have been payable by a llcensee or
sub-hcensee in respect of the patent concerned.

42. (1) In proceedings for mfrmgement of a patent, damages
shall not be awarded, and no order shall be made for an account of
profits, against a defendant who proves that at the date of the
infringement he was not aware, and had rio reasonable grounds for
supposing that the patent existed; and a person shall not be taken to
havebeen awareor to have had reasonable grounds for so supposing
by reason only of the application to a product of the word “patent” -
or “patented”, or any word or words expressing or implying that a '
patent has been obtained for the product, unless the number of the '
patent accompanied the word or words in question.

" (2) Whereanamendmentofthe descriptionof apatenthas been -
allowed under the provisions of this Act, no damages shall be
awarded in proceedings for an infringement of the patent commit-
ted before the decision to allow the amendment unless the Court is
satisfied that the description as published was framed in good faith
and with reasonable skill and knowledge

43. (1) Ifthe validity of a patent is put in issue in proceedmgs

. for infringement of the patent and it is found that the patent is only

partially valid, the Court may, subject to subsection (2), grant relief.
in respect of that part of the patent which i is found to be valid and
mfrmged. :

(2) Where in any such proceedmgs it is found that a patent
is only partially valid, the Court shall not grant relief by way of
damages, costs or expenses, except where the plaintiff proves that
the description was framed in good faith and with reasonable skill

‘and knowledge and, in that event, the Court may grant relief in

respectof thatpartof the patent which is valid and infringed, subject
to the discretion of the Courtas 1o costs or expensesand asto thedate
from which damages should be reckoned

(3) - As a condition of relief-under this section, the Court

- may direct that the description be amended o its satisfaction upon

an application made for that purpose under section 48 and an
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application may be so made accordingly, whether or not all other
issues in the proceedings have been determined.

‘44, (1) Where in any proceedings before the Court the validity Cenificate of contested
of a patent to any extent is contested and that patent is found by the ¥ty of patent.
Court to be wholly or partially valid, the Court may certify the
finding and the fact that the validity of the patent was so contested.

(2) Where a certificate is granted under this section and in
any subsequent proceedings before the Court for infringement of
the patent concerned or for invalidation, a final order or judgment
is made or given in favour of the party relying on the validity of the

patentas found in the earlier proceedings, that party shall, unless the

Court otherwise directs, be entitled to his costs or expenses as
between attorney-at-law and client (other than the costs or expenses
of any appeal in the subsequent proceedings).

45. (1) Subject to the provisions of this section, the holder of an proceedings for
exclusive licence under a patent shall have the same right as the e“f;‘zﬁi“:ff‘;:;e
owner of the patent to bring any proceedings in respect of any
infringement of the patent committed after the date of the licence;
and references to the owner of the patent in this Act relating to

infringement shall be construed accordingly.

(2) Inawarding damages or granting any other relief in any
such proceedings, the Court shall take into account any loss suffered
or likely to be suffered by the exclusive licensee as such as a result
of the infringement, or, as the case may be, the profits derived from
theinfringement, so far as it constitutes an infringement of the rights
of the exclusive licensee as such.

46. Where by virtue of a transaction, instrument or event to Effect of non-
which section 30 applies, a person becomes the owner or one of the zgf‘ngif’“
owners or an exclusive licensee of a patent and the patent is proceedings.
- subsequently infringed, the Court shall not award him damages or

order that he be given an account of the profits in respect of such
subsequent infringement occurring before the transaction, instru-

ment or event is registered unless —

(@) the transaction, instrument or event is registered within
the period of six months beginning with its date; or
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{b) the Court is satisfied that it was not practicable to
register the transaction, instrument or event before the
end of that period and that it was registered as soon as

. was practicable thereafter.

PART XI |
, INVALIDATION OF PATENT
Invalidation of patent. 47, (1) Subject to the provisions of this Act, the Court may, on

the application of any interested party, invalidate a patent on any of
the followmg grounds '

(a) that the mvent;on is not an mventlon as defined in
~ this Act; _ :

(b) that the patent concerned is not patentable under
section 8 or does not satisfy the requirements of
sections 9 (1), (2) and (3), and sections 10 and 11'

(c) that the invention is a matter which should, in
accordance with section 12, have been excluded
from patent protection;

(d) that the patent was granted to a person who was not-
-entitled thereto under section 14 or 15 as the case
may be; -

(e) that the patentee’s application did not satlsfy the
requirements of section 17(4) to(7);

() that the subject matter of the patent extends beyond
the content of the patent application as filed or, if
the patent was granted on a divisional application,
it extends beyond the content of the relevant earlier
application as filed; or

(8 that the protection conferred by the patent has been
. o extended by an amendment which should not have
' been allowed.

(2) Any invalidated patent, claim or partofa c!axm shall be
regarded as being null and void from the date of the grant of the
patent.
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~ (3) An application for the invalidation of a patent shall be
served on the patentee and filed with the Court in the manner and
within the time prescribed,

- (4) The Registrar of the High Court shall notify the Regis-
trar of the final decision of the Court and the Registrar shall
forthwith record it and publish a reference thereto in the Journal.

48. (1) Subject to subsection (5), in any proceedings before the
Court in which the validity of a patent is put in issue, the Court may
allow the owner of the patent to amend the patent in such manner,
and subject to such terms as to advertising the proposed amendment
and as to costs, expenses or otherwise, as the Court thinks fit.

(2) Any interested person may give notice to the Court of
hisopposition to an amendment proposed by theowner of the patent
under this section, and if he does so the Court shall notify the owner
and consider the opposition in deciding whether the amendment
should be allowed,

(3) Anamendment of a description under this section shall
have effect and shall always be deemed to have effect from the grant
of the patent.

(4) Where an application for an order under this section is
- made to the Court, the applicant shall notify the Registrar who shall
be entitled to appear and be heard, and shall appear if so directed by
the Court.

(5) No amendment shall be allowed under this section if it
discloses matter which extends beyond that disclosed in the de-
scription of the granted patent or extends the scope of the protection
conferred by the patent.

PART Xil
UTILITY MODEL CERTIFICATES
49. (1) Except as otherwise provided under this Part, the provi-

. sions of this Act relating to patents and applications shall apply to
utility model certificates and applications therefor.

111

Amendment of patent
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invalidation
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patents,



112 1999 ' PATENTS ACT 8

). Sections. 8, 10, 28 and 47(1) shall not apply to utlhty
model certificates-and to apphcauons therefor. -

Qualli.ﬁeaﬁon o« 50. (1) Aninvention shall qualify fora utlllty model certlflcate

invention foruilty 3¢ it j5 new and industrially applicable.

'(2) An invention for which a utility- model cerhficate is
apphed for shall not be considered new if it differs from earlier
inventions only in minor respects or in details which are immaterial
to the function or application of the invention.

Duntion of utiiymodet  $1. A utility model certificate shall expire seven years after the
oerificate. filmg date of its appllcatlon and shall not be renewed.

Tnvalidation of utility 52. (1) Subject to the provisions ot‘ this Act, the Court may, on
model conificate. ~ the gpplication of any interested person, invalidate a utility model
certificate on any of the following grounds: ,

' (a) that the mventlon relating to the certificate is —
" (i) not new or industrially applicable} or
(i) contrary to public order or morality;

(b) that the description and claim or claims do not
_disclose the invention in 3 manner which is suffi-
cneutly clear and complete to permit a person hav-
ing ordinary skill in the art 1o carry out the inven-
tion, and do not indicate at leastone mode knownto

- the applicant for carrymg out the invention;

(c) thatthe claim or claims do not define the matter for
- which protection is sought; . '

(d) that the claim or claims are not clear or concise and
' are not fully supported by the dwcnptlon

(e) that the drawmgs necessary for the understanding
' of the invention have not been filed as required
under this Act; and

() thattheperson to whom the utility model certificate '
hasbeen granted isnot the mventor or his successor
in title..
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(2) An application for the invalidation of a utility model
certificate shall be served on the person to whom the certificate has
been issued and filed with the Court in the manner and time
prescnbed :

(3) The Registrar of the High Oourt shall notlfy the Regis-
trar of the decision of the Court to invalidate a utility model
certificate and the Registrar shall forthwith record it and publisha

reference thereto in the Journal.

53. (1) Atany time before the grant or refusal of a utility model Converion of
certificate, an applicant may, upon payment of the prescribed fee, *Plicstion for uilty
convert his application for a utility model certificate into an appli-
cation for a patent, and the latter apphcatlon shall be accorded the

. filing date of the initial application.

(2) Noperson may oonvert an appl ication under subsection
(1) more than once.

PART Xin
INTERN ATIONAL ARRAN GEMENTS

54. The provnsmns of any international- treaty in respect of Application of treatics.
industrial property to which Dominica is party shall apply to matters
dealt with by this Act and, in case of conflict with the provisions of
thls Act, shall prevall over the latter.

55. (1) (@) The Patent Cooperatlon Treaty (referred to 111 thiS knplementation of
section as “the Treaty”), the Regulations made thereunder, and the Fetect Cocpentin -
Administrative Instructions made under those Regulatlons shall be

. glven full effect.

(b). Where referonce is made in this section to the
Treaty, such reference shall include the Regulations and Adminis- -
trative Instructions referred to in paragraph (a).

(2) The Companies and Inteltectual Property Office shall

* process international applications in accordance with the provi- -
sionsof the Treaty, and in accordance with the pmvnsmns of tlnsAct
and the Regulations made thereunder.
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- (3) ‘Where the provisions of this Act and the Regulauons
made thereunder conflict with those of the Treaty, the provnslons of

the Treaty shall prevail.

(4) An international appli ication designating Dominica shall
subject to this section, be treated as an application for a patent or a
utility model certificate filed under this Act having, as its filing date,

- the international filing date aocorded under the Treaty

(5) The Compames and Intellectual Property Office shall
act as a receiving Office in respect of any international apphcatlon

_ flled W1th it by a resident or national of Dominica.

(6) An mternatlonal appllcatlon filed with the Compames
and Inteliectual Property Office as receiving Office shall be filed in--

"a prescribed language and the prescribed transmittal fee shall be
* paid to the Registrar within one month of the date of recelpt of the
' mtematlonal application.

(7) The Companies and Intellectual Property Ofﬁce shall
act as a designated office in respect of an international application
in which Dominica is designated for the purposes of obtaining a
national patent or a utility model cestificate under this Act.

- (8) The Oompames and Intellectnal Property Office shall
act as an elected Office in respect of an international application in
which Domiinica is designated as referred to in subsection (7) if the
applicant elects Dominica for the purposes of an international

_ prellmmary examination under Chapter II of the Treaty.

(9) The. Compamos and Intellectual Property Office, as
doslgnated Officeor elected Office, shall notcommence the process-

-ing of an international application before the expiration of the time

limit referred to in subsection (10) except if the applicant complies
with the requirements of that subsection and files, with the Compa-
nies and Intellectual Property Office, an expr%s request for the -
early commencement of such processing. '

(10) ‘The applicant in rwpect of an ifernational apphcat:on
designating Domiaica shall, before the explratlon of the time lmit
applicable under Article 22 or 39 of the Treaty, or of such later tlme
limit as may be prescribed in the ‘Regulations — :
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. {a) pay the prescribed fee to the Compames and Intel-
lectual Property Office; and

{ b) if the international application was not filed in, and

has not been published under the Treaty as a trans-

lation into, a prescribed language, file, with the

Companies and Intellectual Property Office, a trans-

- lation of the mtemat:onal application, containing
the prescnbed contents, into such language. -

(11) Where the applicant does not comply with the requu'e-
ments of subscction (10) within the time limit referred to in that
subsection, the international application shall be considered as
having been withdrawn for the purposes of this Act. -

(12) In this section, the terms “dwlgnalc” “des1gna'ted Of-
fice”, “elect”, “clected Office”, “international application®, “inter-
national filing date”, “international prehmmmy examination” and

“receiving Off:ce have the same meanmgs as in the Treaty.

56. (1) Jud1c1al notice shall be taken of the Paris Convcnlldn, Judicial notice of certain
the Patent Cooperation Treaty, or-any other industrial property | treaties. :
Convention or Treaty to which Dominica may become party,andof
any bulletin, Joumal or gazette published under such Convention or
Treaty.

(2) Any document referred to in any- such bulletin, journal
or gazette shall bé admissible as evidence of any instrumentorother
act thereby communicated, or of any institution established by or
- having functions under any Conventlon or Treaty referrcd to in
- subsection (1)

~ PARTXIV
GENERAL PROVISIONS

57. (1) Anychange in the ownership of a patent or utility model changes in ownership.
certificate or in the ownership of the appllcatmn therefor shall be in
writing and shall, upon the request of any interested party to the
‘Registrar, be recorded and, exceptin | the case of an application, be
published in the Journal
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(2) A change under subsection (1) shall be of no effect
against third parties until it has been recorded. - :

58. (1) The Registrar may, of his own volition or upon the

* written request of any interested person, correctany clerical erroror
ertor in translation or transcription in any appligation filed under . -

this Act, or in any document filed in pursuance of such application,
and the Registrar may also correct any clerical error. in the Register.

(2) Subsection (1) shall not be construed as giving the
Registrar any power to correct in the Reglstet any application or
document in a material Way

59. (1) thre the Registrar is satisfied that the circumstances
justify.it, he may, upon the written request of any interested person,
and upon such terms as he may direct, extend the time for doing any
act or taking any proceeding under this Act and the Regulations.

2 The extension may be granted even though the time for
domg the act or taking the proceedmg has expired.

£)) ‘The Registrar shall give written notice of any extension

to the patties concemed

60. The Registrar shall, before exercising any dlscretlonary
power vested in him by this Act or the Regulations made thereun-
der, give any party to a proceeding before him the opportunity of

being heard if his decision might adversely : affect that party.

61. Every applicant whose ordinary residence orprmmpal place
of business is outside Dominica shall be represented by a legal
practitioner who isresident in Dominica and practising in Dominica
in accordance with the relevant law. ‘

62. (1) The Court shall have junsdlcuon in cases of dlsputes
relating to the application of this Act and the Regulations, and in
matters which, under this Act, may be brought before it.

-(2) Any person who has been aggrieved by a decision of the
Minister or the Registrar under this Act may, within two months of

 that decision, appeal to the Court.
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63. (1) Any person who intentionally or wilfully performs an
act which constitutes an infringement as defined under section 40
commits an-offence and is liable to a fine of not less than fifteen
thousand dollars but not niore than forty thousand dollars, or to
‘imprisonment for a termof not less than five years but not more than
twelve years, or to both such fine and such imprisonment. .

(2) Any person who, knowing the same to be false —

(a) makes-or causes to be made a false entry in the-

Register;:

(b) makes or causes to be made any document falsely

purporting to be a copy of an entry 1n the Reg:stcr
or ‘

(c) produces, tenders or causes to be produced or ten-
dered as evidence any such entry or copy thereof,

_commits an offence and is liable to a fine of not less than ten
thousand dollars, but not more than thirty thousand dollars, or to
imprisonment for not less than three years, but not more than ten
years, or to both such fine and such imprisonment,

(3) Any person who, knowing the same to be false, makes
a false statement or representation that —

(a) apatentor utility model cemflcate has been granted
. 1o him or to any other person in respect of any
invention; or : :

~(b) hehas been granted an exclusive or non-voluntary
licence to use any patert or utility model certificate,

which statement or representation induces anothér person to act

Offences

thereon, commits an offence and is liable to a fine of not less than |

five thousand dollars, but pot more than twenty thousand doliars, or
to imprisonment for a term of n6t less than two years, but not more
than ﬁve years, or to both such fine and such imprisonment.

)] Any person who falsely represents that anything dis- |

posed of by him for value is a patented product or process he shall,
subject to subsections (5) to (7), be liable 1 a fine of not less than
four thousand dollars, but not more than ten thousand dollars.

117
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(5) For the purposes of subsection (4), a person who for
value disposes of an article having stamped, engraved or impressed
on it or otherwise applied to it the word “patent” or “patented” or
anything expressing ot ‘implying that the article is a -patented-
product, shall be taken to represent that the article is a patented

product.

(6) Subsection (4)shall not apply where the representation

 is made in respect of a product after the patent for that product or,

as the case may be, the process in question has expired or been
invalidated and before the end of a period which is reasonably
sufficient 10 enable the accused to take steps to ensure that the

tepresentation is not made (or does not continue to be made).

(7) Inprocecdings for an offence under this ssctioh it shall
‘e a defence for the accused to prove that he used due diligence to

. prevent the comm1ssmn of the offence.

(8) Any person who represents that a patent has been
applied for in respect of any article dlsposed of for value by
him, and —

(a) no such application has been made; or

(b) -any such application has been refused or with-
drawn,

commits an offence and is liable o a fine of not less than four
thousand dollars, but not more than ten thousand dollars.

(9) Subsection (8)(b) shall not apply where the representa—

. tion is made in respect of a product after the patent for that product

or, as the case may be, the process in question has expired or been
invalidated, and before the end of a period which is reasonably
sufficient to enable the accused to take steps to ensurc that the

representation is not made (or does not continue to be made). - |

(10) For the purposes of subsection (8) a person who for
value disposes of an article having stamped, engraved or impressed

_upon it or otherwise applied to it the words “patent applied for” or

“patent pending” or anything expressing or implying that a patent
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has been applied for in respect of the article, shall be taken to. -
represent that a patent has been applied for in respect of the article.

(11) Where an offence under this Act which has been com-
mitted by a body corporate is proved to-have been committed with:
the consent or connivance of, or to be atiributable to, any neglecton
the part of, a director, manager, secretary or other similar officer of
the body corporate, or any person who was purporting to act in any
such capacity, he, as well as the body corporate commit an offence
and is liable to be'proceeded against and punished accordingly.

(12) Where the affairs ofa body corporate are managed by

- ils members, subsection (11) shall apply in relation to the acts and
defaults of a member in connection with his functiosis of manage-
ment as if he were a director of the body_oorp_orate.

64. Neither the Minister nor any person employed by the State nmunity regarding .
’ Shall . official acts.

(a) be taken to warrant the validity of any patent granted
under thls  Act; or

(b) incuranyliability by reasonoforin connection with' any
-examination or investigation required or authorised by
this Act or any report or other proceedings consequent
upon any such examination or inv&stigation

65. The Reglstrar shall, before 1st June every year, make an Regtmar’samml report
- annual report to the Minister with respect to theoperation of this Act”
and the dlscharge of his functions thereunder

66. Nothlng in this Act shall affect the nght of the State or any . Seving in respect of
person employed by it to dispose of or use articles forfeited under o o
the laws relating to customs and excise. -

67 A prosecution for an offence under this Act shall not be Time limit for
commenced after the expiration of five years after the commission ™ rosecution
of the offence or one year after the discovery thereof, whlchever

“oceurs last, :
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'(1) The Minister may make Regulations providing for any

: matter which is to be prescribed under this Act, or for glvmg effect
o the purposes of this Act..

~(2) - Without derogating form the generality of subsection

(1), the Minister may make Regulations providing further details
" for the processing of international applications by, and other func-

tions of, the Registrar in connection with the Patent Cooperation

" Treaty, including fees payable, time limits, prescribed languages

and other requirements relating to international applications.

69 The Reglstrar may issue admmlstratlve mstructlons relating

~ to'the procedures under this Act, the Regulations made thereunder,

and any other enactment relating to industrial property, as well as
relating to the general functions of the Companies and Intelléctual
Property Office.

70. This Act binds the State.

- 71. (1) The Patents Act and the Registration of United Kingdom

" Patents Act (referred 1o in this section as “the former Acts”) are

hereby repealed, save that all Orders, Rules or Regulations made
thereunder shall, in so far as they are not inconsistent with this Act,
continue in force until revoked by Regulations made under this Act.

- 72. (1) Noﬁ#ithstanding thc'repeal of the former Acts, patents |
granted thereunder shall remain in force but shall, subject to subsec-
tions (2) and (3), be deemed to have been granted under this Act.

(2) ‘Patents thus granted shall remain in force for the unex-
pired portion of the period of protection provided under this Act
subject to the payment of annual maintenance fees or renewal fees

' prov1ded for in this Act

(3) Aperson who on the date of entry into force of this Act

7 is the owner of a patent granted in the United Kingdom or a

European patent designating the United Kingdom or has filed an
application in the United Kingdom for the grant of a patent or an

~ application for the grant of an European patent designating the
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United Kingdom may, within 12 months of the entry into force of
this Act, file an application for the grant of a patent for the same
invention under this Act, and such application shall be accorded the
filing date or priority date accorded to the application or grantby the
United Kingdom Patent Office or by thc Europcan Patent Offlce,
the case may be.

4 Where, upon the entry into force of this Act, an appli- . 78:40.
cation made under the Patents Act is pending, suck application
shall, notwithstanding the provisions of subsection (1), be dealt
with under the said Patents Act but the grant shall thereafter be
subject to this Act.

(5) Notwithstanding subsection (1), the Patents Act shall cu.78:40
continue to apply so far as it is necessary to enable any person.
applying for a patent before this Act comes into force to do so, but -
~ any patent thus granted shall be deemed to have been granted under
this Act.

.(6) The Minister may by Orderrpublished in the Gazette
make any further transitional or saving provisions which appear to
him to be necc-ssary or desirable.

'73. (1) This Act shali come into force on such day as the Commencement.
" Minister may, by Order published in the Gazette, appoint. :

(2) Different days may be appointed for bringing different
provisions into force, or for bringing different purposes of the same
provision into force. :

Passed in the House of Assembly this 9th day of September, 1999.

RUTH SIMON (MRS.)
Clerk of the House of Assembly (Ag.)
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